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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art arc 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill m the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6-9 arc rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Zoleski et al. 

Zoleski et al., U.S. Patent 4,375,418, teach a lubricating oil composition for use in 
medium and high speed marine diesel engine crankcases which has a Total Base Number from 
about 5 to 40 and contains a mineral lubricating oil, an overbased calcium sulfonate, an 
overbased sulfurized calcium phenate, a zinc dihydrocarbyl dithiophosphate, an 
alkenylsuccinimide and a friction reducing amount of at least one acyl glycine oxazoline 
derivative (abstract). The composition comprises from about 0.5 to 10 weight percent of a 
nitrogen-containing succinimide dispersant as disclosed in column 2, lines 49-63. When the 
variable x is zero, as specifically disclosed in column 2, line 23, the alkenylsuccinimide is the 
product of diethylene triamine and succinic acid compound is a molar ratio of 1 . The lubricating 
composition contains an overbased calcium sulfonate having a Total Bas Number ranging from 
300 to 450 and is employed in the lubricating oil composition at a concentration ranging from 
about 0.1 to 5 weight percent (column 2, line 64 to column 3, line 4). Accordingly, Zoleski et al. 




Application/Control Number: 10/068,860 Page 3 

Art Unit: 1764 

disclose a lubricating composition for marine dicsel engines which, if not anticipating the 
claimed method, would render said method obvious to one having ordinary skill in the art. 

Claims 6 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by Vinci et al. 

Vinci et al., U.S. Patent 5,334,329, teach lubricating oils comprising ashless dispersants 
(column 1, lines 5-15). In EXAMPLES B-1 and B-2, ashless dispersants which comprise the 
reaction products of polyisobutenyl succinic anhydride with diethylene triamine or ethylene 
diamine are disclosed. The lubricating compositions include crankcase lubricating oils for, inter 
alias, marine diesel engines (column 32, lines 18-23). 

Claim 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Vinci et al. 
as applied to claims 6 and 7 above, and further in view of Zoleski et al. 

While Vinci et al. teach marine diesel lubricants and the addition of other additives 
(column 28, lines 1 1-22), Vinci et al. differ from the instant claims in not disclosing the addition 
of overbased additives. 

Zoleski et al., U.S. Patent 4,375,418, teach that lubricating oil compositions for use in 
medium and high speed marine diesel engine crankcases, in general, have a Total Base Number 
from about 5 to 40 TBN (column 1 , lines 9-17). Accordingly, Zoleski et al. teach a lubricating 
oil composition for use in medium and high speed marine diesel engine crankcases which has a 
Total Base Number from about 5 to 40 and contains a mineral lubricating oil, an overbased 
calcium sulfonate, an overbased sulfurized calcium phenate, a zinc dihydrocarbyl 
dithiophosphate, an alkcnylsuccinimide and a friction reducing amount of at least one acyl 
glycine oxazoline derivative (abstract). The composition comprises from about 0.5 to 10 weight 
percent of a nitrogen-containing succinimide dispersant as disclosed in column 2, lines 49-63. 
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The lubricating composition contains an overbased calcium sulfonate having a Total Base 
Number ranging from 300 to 450 and is employed in the lubricating oil composition at a 
concentration ranging from about 0.1 to 5 weight percent (column 2, line 64 to column 3, line 4). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include an overbased additive as taught by Zoleski et al. in a marine 
diesel lubricating oil as taught by Vinci et al. because Zoleski et al. teach that lubricating 
compositions for marine diesel engines generally have a Total Base Number from about 5 to 40 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerry D. Johnson whose telephone number is (703) 308-2515. 
The examiner can nonnally be reached on 6:00-3:30, M-F, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Caldarola can be reached on (703) 308-6824. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-5408 for regular 
communications and (703) 305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is' (703) 3O8r0§61 . 
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